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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 1 2/22/2006, and has been entered and 
made of record. Currently, claims 1-41 are pending. The examiner notes that the 
previous Non-Final office action dated 09/20/2006 is being replaced by the current 
rejection in response to the applicant's arguments, which the examiner views to be 
persuasive. As such the response time has been reset to coincide with this Non-Final 
office action. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory obviousness- 
type double patenting rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct from the 
reference claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 
164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-41 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-41 of 
copending Application No. 10/812,605. Although the conflicting claims are not identical, 
they are not patentably distinct from each other. Below is a listing of the claim 
equivalencies (from the current application 10/812,517 to copending application 
10/812,686) with minor obvious variations disclosed. 



Claim 1: Claim 1 of copending app 


Claim 22: Claim 26 of copending app 


Claim 2: Claim 3 of copending app 


Claim 23: Claim 27 of copending app 


Claim 3: Claim 4 of copending app 


Claim 24: Claim 29 of copending app 


Claim 4: Claim 5 of copending app 


Claim 25: Claim 30 of copending app 


Claim 5: Claim 6 of copending app 


Claim 26: Claim 31 of copending app 


Claim 6: Claim 7 of copending app 


Claim 27: Claim 32 of copending app 


Claim 7: Claim 8 of copending app 


Claim 28: Claim 33 of copending app 


Claim 8: Claim 9 of copending app 


Claim 29: Claim 34 of copending app 
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Claim 9: Claim 11 of copending app 


Claim 30: Claim 2 of copending app 


Claim 10: Claim 12 of copending app 


Claim 31: Claim 10 of copending app 


Claim 1 1 : Claim 1 3 of copending app 


Claim 32: Claim 17 of copending app 


Claim 12: Claim 14 of copending app ! 


Claim 33: Claim 20 of copending app 


Claim 13: Claim 15 of copending app 


Claim 34: Claim 28 of copending app 


Claim 14: Claim 16 of copending app 


Claim 35: Claim 35 of copending app 


Claim 15: Claim 18 of copending app 


Claim 36: Claim 36 of copending app 


Claim 16: Claim 19 of copending app 


Claim 37: Claim 37 of copending app 


Claim 17: Claim 21 of copending app 


Claim 38: Claim 38 of copending app 


Claim 18: Claim 22 of copending app 


Claim 39: Claim 39 of copending app 


Claim 19: Claim 23 of copending app 


Claim 40: Claim 40 of copending app 


Claim 20: Claim 24 of copending app 


Claim 41: Claim 41 of copending app 


Claim 21 : Claim 25 of copending app 





The examiner notes that the claims of the copending application 10/812,605, 
would be exact replicas to that of the current application, with exception to the fact that 
they do not specifically disclose wherein in the method of printing an image, the printer 
has magnetic ink character recognition (MICR) toning capability. MICR toning capability 
was well known at the time of the invention to those skilled in the art, and therefore the 
examiner views this feature and any other minor inconsistencies to be obvious 
variations of the same invention, which in no way change the scope of the invention. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 1 12 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 , 3, 8, 1 0, 1 4, 25 and 37 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 3, 10, 25 and 37 recite the limitation "the binary digital values". There is 
insufficient antecedent basis for this limitation in the claim as there is no prior mention of 
"binary digital values" in these claims or their parent claims from which they depend. As 
such it is unclear to the examiner, from the claim language, exactly what subject matter 
the applicant regards as the invention. 

Claims 14 recites the limitation "the printer print nonuniformities". There is 
insufficient antecedent basis for this limitation in the claim as there is no prior mention of 
"printer print nonuniformities" in these claims or their parent claims from which they 
depend. As such it is unclear to the examiner, from the claim language, exactly what 
subject matter the applicant regards as the invention. 

Claims 1 , 8 and 14 recite the limitation "converting the image". There is 
insufficient antecedent basis for this limitation in these claims as there is no prior 
mention of an "image" to be converted into a digital bitmap in these claims. The 
examiner notes the respective method claims disclose only printing an image in the 
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preamble. The examiner notes that printing can only occur after an image has already 
been converted to a digital bitmap. Therefore it is unclear to the examiner, from the 
claim language, exactly what subject matter the applicant regards as the invention. 

Due to the above cited indefinite claim language, the examiner applies their 
broadest reasonable interpretation of the claim language when rejecting these claims in 
the Claims Rejection section below. Revisions are required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1,8, 14, 16-18 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bares (US 5,057,936) in view of Hirota et al. (US 2003/0142865). 

With respect to claim 1 , Bares discloses a method of printing an image with a 
printer having magnetic ink character recognition (MICR) toning capability (col 3, lines 
39-43), the method, comprising the steps of: converting the image into a digital bitmap 
comprised of an array of pixels wherein each pixel is assigned a digital value 
representing marking information (col 3, lines 12-17); The examiner notes that a digital 
bitmap is inherently comprised of an array of pixels wherein each pixel is assigned a 
digital value representing marking information. 

Bares does not disclose defining each pixel as either a background pixel, interior 
pixel, or an edge pixel; and, reassigning the digital value of one or more edge pixels or 
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interior pixels independently, thereby altering the concentration of magnetizable 
substances within the image when printed in order to improve the readability of printed 
characters by reading instrumentation. 

Hirota does disclose defining each pixel as either a background pixel, interior 
pixel, or an edge pixel (page 1 paragraph 0009, page 7, paragraphs 0101-0104); and, 
reassigning the digital value of one or more edge pixels or interior pixels independently, 
thereby altering the concentration of toner substances within the image when printed 
(page 12, paragraph 0160-0161) in order to improve the readability of printed characters 
(page 1, paragraph 0010). 

The examiner notes that the first allocator defines the boundary between the 
background and the character image edge (thereby defining edge and background 
pixels, page 1, paragraph 0009 and page 7, pargraphs 0102-0103). Further the second 
allocator defines the area interposed between two boundary portions (thereby defining 
interior pixels, page 1, paragraph 0009 and page 7, pargraphs 0102-0103). The 
examiner also notes that in the disclosed character edge emphasis procedure (page 12, 
paragraph 0161) a gradation of the peripheral edge pixels is selected thereby altering 
the concentration of toner when printed. 

At the time of the invention it would have been obvious to one skilled in the art to 
combine Bares magnetic ink character recognition (MICR) toner capable printer, with 
Hirota's toner printer capable of character edge enhancement, such that the character 
edge enhancement of Hirota could be applied to a MICR toner capable printer. The 
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suggestion or motivation for doing so would have been to apply the edge correction 
techniques to a different printer type. 

With respect to claim 8 the examiner notes identical features to claim 1 , except 
claim 8 recites defining each pixel alternatively as a one line pixel, or two line pixel. 
Further, the reassigning of a digital value also alternatively includes a one line pixel, or 
two line pixel. The examiner notes that the alternative "or" only requires one alternative 
to be met for both the defining and reassigning steps. In the rejection pertaining to claim 
1 above, three alternatives are cited for both steps. Therefore, the explanation given 
above for claim 1 is also valid for claim 8. The examiner holds that this is a reasonable 
interpretation of the claim language. 

With respect to claim 14 the examiner notes identical features to claim 1 , except 
claim 14 is discloses the feature of identifying the printer print nonuniformities (Hirota: 
The examiner interprets the identified character edges selected to undergo edge 
emphasis to be equivalent to identified printer print nonuniformities, col 12, paragraph 
0161). Therefore, the explanation given above for claim 1 is also valid for claim 14. The 
examiner holds that this is a reasonable interpretation of the claim language. 

With respect to claim 16 the examiner notes identical features to claim 1 , except 
claim 14 is an apparatus claim reciting a printer having magnetic ink character 
recognition (MICR) toning capability (Bares: Figs 1 and 2). Therefore, the explanation 
given above for claim 1 is also valid for claim 16. 
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With respect to claim 23 the examiner notes identical features to claim 16, except 
claim 23 claims a Raster Image Processor (Bares: RIS 68 of Fig 1 ). Therefore, the 
explanation given above for claim 16 is also valid for claim 23. 

With respect to claims 1 7 and 18 the examiner takes Official Notice that at the 
time of the invention digital printers could accept input image data that was binary (black 
and white) or multi-bit (contone or color). 

7. Claims 2-7, 9-13, 15, 19-22 and 24-29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bares (US 5,057,936) in view of Hirota et al. (US 
2003/0142865) in further view of Smith et al. (US 5,657,430). 

With respect to claim 2, Bares in view of Hirota discloses a method in 
accordance with claim 1 with a converting step. Bares in view of Hirota do not disclose 
wherein the converting step comprises converting the image to a binary digital bitmap 
and the reassigning step comprises reassigning the binary digital values to multi-bit 
digital values. Smith does disclose a converting step comprising converting an image to 
a binary digital bitmap (converting scalable font to a binary bitmapped character, col 3, 
line"61 through col 4, line 10) and reassigning the binary digital values to multi-bit digital 
values (binarized bitmap character is converted to a contone/multi-bit image, col 4, 11- 
16). At the time of the invention it would have been obvious to one skilled in the art to 
combine Bares in view of Hirota with Smith such that the character edge enhancement 
was capable of being performed on contone data that had been converted from binary 
bitmap data. The suggestion or motivation for doing so would have been to allow edge 
enhancement on binary digital bitmap data. 
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With respect to claim 9 the examiner notes identical features to claim 2. 
Therefore, the explanation given above for claim 2 is also valid for claim 9. 

With respect to claim 24 the examiner notes identical features to claim 2 except 
claim 24 is an apparatus claim. Therefore, the explanation given above for claim 2 is 
also valid for claim 24. 

With respect to claim 3, Bares in view of Hirota in further view of Smith disclose a 
method in accordance with claim 1 , wherein the converting step comprises converting 
the image to a multi-bit digital bitmap (Smith: image data converted to scalable font 
contours for a color image, col 4, lines 21-26) and the reassigning step comprises 
reassigning the binary digital values (Smith: scalable font converted to binary digital 
bitmap, col 4,'lines 27-33) to multi-bit digital values (Smith: binary bitmap converted to 
cbntone/mulit-bit image data, col 4, lines 61-65). 

With respect to claim 10 the examiner notes identical features to claim 3. 
Therefore, the explanation given above for claim 3 is also valid for claim 10. 

With respect to claim 25 the examiner notes identical features to claim 3 except 
claim 25 is an apparatus claim. Therefore, the explanation given above for claim 3 is 
also valid for claim 25. 

With respect to claim 4, Bares in view of Hirota in further view of Smith disclose a 
method in accordance with claim 1, wherein the reassigning step comprises increasing 
the value of edge pixels with respect to interior pixels (Hirota: The gradation level at the 
edge pixels are increased to improve contrast (unsharp masking), page 12, paragraph 
0161). 
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With respect to claim 11 the examiner notes identical features to claim 4. 
Therefore, the explanation given above for claim 4 is also valid for claim 1 1 . 

With respect to claim 19 the examiner notes identical features to claim 4, except 
claim 19 is an apparatus claim. Therefore, the explanation given above for claim 4 is 
also valid for claim 19. 

With respect to claim 26 the examiner notes identical features to claim 4 except 
claim 26 is an apparatus claim. Therefore, the explanation given above for claim 4 is 
also valid for claim 26. 

With respect to claim 5, Bares in view of Hirota in further view of Smith disclose a 
method in accordance with claim 1 , wherein the reassigning step comprises decreasing 
the value of edge pixels with respect to interior pixels (Smith: Edge smoothing technique 
decreases the charge at pixel edge of contone image thereby decreasing the value of 
the edge pixel, col 5, lines 26-39). 

With respect to claim 12 the examiner notes identical features to claim 5. 
Therefore, the explanation given above for claim 5 is also valid for claim 12. 

With respect to claim 20 the examiner notes identical features to claim 5, except 
claim 20 is an apparatus claim. Therefore, the explanation given above for claim 5 is 
also valid for claim 20. 

With respect to claim 27 the examiner notes identical features to claim 5 except 
claim 27 is an apparatus claim. Therefore, the explanation given above for claim 5 is 
also valid for claim 27. 
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With respect to claim 6, Bares in view of Hirota in further view of Smith disclose a 
method in accordance with claim 1 , further comprising performing the defining and 
reassigning steps two or more times (Hirota: The reassignment of gradation level for an 
edge pixel in the character edge enhancement occurs for multiple edge pixels. 
Therefore the examiner views the reassigning step to be performed multiple times, page 
12, paragraph 0161). 

With respect to claim 13 the examiner notes identical features to claim 6. 
Therefore, the explanation given above for claim 6 is also valid for claim 13. 

With respect to claim 21 the examiner notes identical features to claim 6, except 
claim 21 is an apparatus claim. Therefore, the explanation given above for claim 6 is 
also valid for claim 21 . 

With respect to claim 28 the examiner notes identical features to claim 6 except 
claim 28 is an apparatus claim. Therefore, the explanation given above for claim 6 is 
also valid for claim 28. 

With respect to claim 7, Bares in view of Hirota in further view of Smith disclose a 
method in accordance with claim 1 , wherein the reassigning step comprises 
reassigning multiple interior pixel values (Smith: Edge smoothing technique decreases 
the charge at pixel edge region several pixels wide to include pixels interior to the edge 
pixels thereby reassigning multiple interior pixel values in the smoothing process, col 5, 
lines 26-39 and Fig 4). 

With respect to claim 15 the examiner notes identical features to claim 7. 
Therefore, the explanation given above for claim 7 is also valid for claim 15. 
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With respect to claim 22 the examiner notes identical features to claim 7, except 
claim 22 is an apparatus claim. Therefore, the explanation given above for claim 7 is 
also valid for claim 22. 

With respect to claim 29 the examiner notes identical features to claim 7 except 
claim 29 is an apparatus claim. Therefore, the explanation given above for claim 7 is 
also valid for claim 29. 

8. Claims 30-35 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

Bares (US 5,057,936) in view of Hirota et al. (US 2003/0142865) in further view of 

Fujisaki et al. (US 5,361,330). 

With respect to claim 30, Bares in view of Hirota disclose a method in 
accordance with claim 1 . Bares in view of Hirota do not disclose, this method further 
comprising classifying edge pixels by direction and reassigning the digital value of the 
edge pixels as a function of direction. Fujisaki does disclose classifying edge pixels by 
direction and reassigning the digital value of the edge pixels as a function of direction 
(col 1 , line 51 through col 2, line 2). At the time of the invention it would have been 
obvious to one skilled in the art to combine Bares in view of Hirota with Fujisaki, such 
that the edge pixel classification and reassignment was further based on direction. The 
suggestion or motivation for doing so would have been to utilize direction data in the 
edge correction technique. 

With respect to claims 31-34 the examiner notes identical features to claim 30. 

Therefore, the explanation given above for claim 30 is also valid for claims 31-34. 
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With respect to claim 35, the examiner notes identical features to combined 
claims 1 and 30. Therefore, the explanation given above for combined claims 1 and 30 
is also valid for claim 35. 

9. Claims 36-41 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Bares (US 5,057,936) in view of Hirota et al. (US 2003/0142865) in view of Fujisaki et 
al. (US 5,361 ,330) in further view of Smith et al. (US 5,657,430). 

With respect to claim 36, Bares in view of Hirota in view of Fujisaki disclose a 
method in accordance with claim 35. Bares in view of Hirota in view of Fujisaki do not 
disclose wherein the converting step comprises converting the image to a binary digital 
bitmap and the reassigning step comprises reassigning the binary digital values to multi- 
bit digital values. Smith does disclose a converting step comprising converting an image 
to a binary digital bitmap (converting scalable font to a binary bitmapped character, col 
3, line 61 through col 4, line 10) and reassigning the binary digital values to multi-bit 
digital values (binarized bitmap character is converted to a contone/multi-bit image, col 
4, 11-16). At the time of the invention it would have been obvious to one skilled in the 
art to combine Bares in view of Hirota in view of Fujisaki with Smith such that the 
character edge enhancement was capable of being performed on contone data that had 
been converted from binary bitmap data. The suggestion or motivation for doing so 
would have been to allow edge enhancement on binary digital bitmap data. 

With respect to claim 37, Bares in view of Hirota in view of Fujisaki in further view 
of Smith disclose a method in accordance with claim 35, wherein the converting step 
comprises converting the image to a multi-bit digital bitmap (Smith: image data 
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converted to scalable font contours for a color image, col 4, lines 21-26) and the 
reassigning step comprises reassigning the binary digital values (Smith: scalable font 
converted to binary digital bitmap, col 4, lines 27-33) to multi-bit digital values (Smith: 
binary bitmap converted to contone/mulit-bit image data, col 4, lines 61-65). 

With respect to claim 38, Bares in view of Hirota in view of Fujisaki in further view 
of Smith disclose a method in accordance with claim 35, wherein the reassigning step 
comprises increasing the value of edge pixels with respect to interior pixels (Hirota: The 
gradation level at the edge pixels are increased to improve contrast (unsharp masking), 
page 12, paragraph 0161). 

With respect to claim 39, Bares in view of Hirota in view of Fujisaki in further view 
of Smith disclose a method in accordance with claim 35, wherein the reassigning step 
comprises decreasing the value of edge pixels with respect to interior pixels (Smith: 
Edge smoothing technique decreases the charge at pixel edge of contone image 
thereby decreasing the value of the edge pixel, col 5, lines 26-39). 

With respect to claim 40, Bares in view of Hirota in view of Fujisaki in further view 
of Smith disclose a method in accordance with claim 35, further comprising performing 
the defining and reassigning steps two or more times (Hirota: The reassignment of 
gradation level for an edge pixel in the character edge enhancement occurs for multiple 
edge pixels. Therefore the examiner views the reassigning step to be performed 
multiple times, page 12, paragraph 0161). 

With respect to claim 41 , Bares in view of Hirota in view of Fujisaki in further view 
of Smith disclose a method in accordance with claim 35, wherein the reassigning step 
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comprises reassigning multiple interior pixel values (Smith: Edge smoothing technique 
decreases the charge at pixel edge region several pixels wide to include pixels interior 
to the edge pixels thereby reassigning multiple interior pixel values in the smoothing 
process, col 5, lines 26-39 and Fig 4). 



1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott A. Schlack whose telephone number is (571 )272- 
7954. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on (571)272-7314. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 





Scott A. Schlack 



